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~Evidence Dispute~

On September 1, 2010, Taiwan Liberty Times report&tie Taiwanese bedding compag¥-z (xi
meng 9 which was founded nearly 30 years ago had a dispitte the American compang #-2(Xi
meng si which has 140 years history. The foreign compamygied again! Is the meaning between
the lines that foreign companies usually have predance when trademark disputes arise betweeé
foreign companies and Taiwanese companies?! Thveeans definitely negative.

The Taiwanese company “Seemoons Bed Co., Ltd.eéitr referred to as "Seemoons”) filed an Op
position and an Invalidation respectively on Japubl, 2006 and May 30, 2008 against the sa
trademark of Reg. No. 1181468 % " registered in the name of the American compansednwell,
Ltd.” (hereafter referred to as "Dreamwell") basedthe reason that said trademark is similar te Se
moons’ mark # ¥ 2"

Seemoons argued that Dreamwell’s maskg“2.” in connection with the goods “mattresses, couche
with no backs, bed bases, beds, etc.” is not radplst since said Chinese characters mean “westgm-s
spring beds” and are therefore a descriptive tdrtheodesignated goods. Furthermore, not only Dec
sion No. 1597 of the Administrative Court made 882 but also Trademark Opposition Decision No
751523 and Trademark Invalidation Decision No. 1261 the Taiwan Intellectual Property Office
(TIPO) indicated that the Chinese character$*=.” are a general term standing for the goods “sprin
beds or spring mattresses”. In addition, Seemoassibed the markg*s 2.” since 1981 on the services
“acting as an agent for quoting prices and makamglérs for product” and beengaged in mattresses
and bedding products since 1980. Its ma§ig“a.” is therefore known by related consumers. Howeve
Dreamwell usesa $ &7, which is very similar to & % &.”, as its trademark on goods like mattresses S
that confusion would very likely occur. BesideseBmwell’'s mark % $ 2.” is also similar to the main
part of the company name of Seemoons in Chinessedan the afore-mentioned reasons, Seemoa
stated that the registration of the mark$ 2. violates Articles 23-I-2, 3, 12 and 16 so it shibbe
revoked.

After reviewing the arguments and provided datath parties, the TIPO held the opinion that wheethe
a trademark is a descriptive term or whether aetraatk is a general name of the designated gooc
services should be determined by general conceptaiting in the society and objective evidence
Although the Chinese wordg{(/#)% »” has been considered a descriptive term or a gename of
goods by decisions of the Administrative Court #nel TIPO, these decisions were made more than
years ago, and consumers’ recognition is usualiynghd following the objective circumstances, eca
nomic activities or spatial-temporal changéerefore, whether# $ a.” is a descriptive term or a gen-
eral name of goods should be determined by andreeféo actual use evidence.

Dreamwell is a subsidiary of the American compamyrSons Bedding Company. In 1870, Mr. Zalmo
G. Simmons created the first spring bed. In 189®n¥ns Group became one of the biggest spring bé
manufacturers in the world. Since 1998, in whichryhe distributor in Taiwan, Simmons Bedding &
Furniture (Taiwan) Ltd., was established, adventisets have been constantly and intensively pul
lished in mass media, like newspapers, magazitesyarious catalogues introducing goods labeled
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with the mark % $ 2" were printed. Huge money was invested every yaapromoting goods la-
beled with % 3 2”. The sale volume in 2002 amounted NTD66,960,066 @ 2004 increased to
NTD175,503,663. Accordingly, the fact can be inderthat the Chinese charactess# 2" are not a
general name of spring bed mattresses and has bdaamus as well as distinctive so the maglg”

%" is a sign that identifies goods or services amy ime distinguished from those of others. Becatise ¢
the extensive marketing and intensive reports efibwell in mass media, the mark $ 2.” is known

by related consumers. Therefore, Articles 23-1-@ @rare not suitable. Although Seemoons submitte
evidence printed out from internet indicating thats 2" is a term standing for spring beds, said evi-
dence was mostly printed from websites of maini@htha. Trademarks follow the territorialipyin-
ciple, and‘ 4 $ &." has been extensively and intensively used sokhown by the public. Whethegs*

¥ & is a general name standing for spring beds ottresses should be determined by the tradin
markets and consumers’ recognition in Taiwan.

Seemoons further claimed thai $ & violates Articles 23-1-12 and 16 that respectwsiipulate that
“a trademark application shall be rejected if tlaelemark is identical or similar to another persorell
-known trademark or mark and hence is likely tofasa the relevant public or likely to dilute thes-di
tinctiveness or reputation of the said well-knowademark or mark”; and “a trademark application
shall be rejected if the trademark comprises timeenaf a famous juristic person, entity or otherugro
and hence likely to cause confusion with the reteyaiblic”, so the mark4 $ 2.” is not registrable.
After reviewing the evidence and information Seenwseubmitted (such as trademark registrations
product catalogues, awards presented by Natiorddragon of the Republic of China Furniture As-
sociation, etc.), the TIPO admitted that Seemodatained trademark registrations in Taiwan. How-
ever, in addition to a small number of advertisingnass media in 2004, 2005 and 2006, no othe
evidence like use evidence of the magk$ 2", information about business operation or markgtin
areas, sale volumes, etc. could prove that thegShisompany name of Seemoons and its nyisk “
%" have both became famous in Taiwan.

The opposition was not in favor of Seemoons sdatifan appeal, an administrative litigation and
further an administrative appeal. All the afore-ti@med actions failed. Seemoons spent nearly fo
and half years (2006/01/11 ~ 2010/07/066 these cases, but after all the efforts madijliachieved
nothing.

After the Appeal was rejected and an administrdiiigation was filed, Seemoons filed an Invalideti
against the same mark based on Article 23-1-14mBees stated that the pronunciations and appea
ances of mark Reg. No. 118146® % a.” and “# % &.” owned by Seemoons are similar. The maak “

% n.” is designated for use on mattresses that areidésuical to the goodsg'$ 2.” were used on.
Seemoons was engaged in mattresses and beddingfgsthce 1980, and applied for registration fo
the trademark # $ 2.” covering services of acting as an agent for qugpfirices and making tenders for
product since 1981, and said trademark was grdotedgistration. 28 years passed, Seemoons open
four stores in Taipei and uses the magks“a.” to sell mattresses. The application of Dreamwsell’
mark “a $ 2" was filed on August 3, 2004 which is later thhe tlate Seemoons started using s

&” trademark. Furthermore, from the announcemenh@nspaper made by the Taiwan distributor,
Simmons Bedding & Furniture (Taiwan) Ltd., the faan be inferred that Dreamwell knew the exis
tence of the mark # % ».” before filing the trademark application. Therefpithe registration of
Dreamwell’'s mark % $ 2" violates Article 23-1-14.
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In fact, the main purpose of Article 23-I-14 of theademark Law is to avoid that someone plagiarize
marks created by other person and registers saikl pnaemptively in connection with identical or
similar goods/services. The reason why Seemooagd thiis article is that its trademarf % 2" is
either not granted for registration or revoked. éding to online database of the TIPO, Seemoon
owns the following trademarks in relation to bedd eelated goods. However, trademarks containing
“& % 2" were no longer valid.

Reg. No. Reg. Date Expiry Date Trademark

00088224 05/23/1977 05/22/2017

0109079 01/01/1979 05/221997

00109080 01/01/1979 05/22/2017

Publication Date of
00150476 03/16/1981 Revocation:
10/01/1985

. . ~ Publication Date of
00153211 Demsuag/l;g;)llgsgled Datg: Revocation:
12/01/1982

04/15/2004

00324211 05/01/1986
(not renewed)

Publication Date of
00324212 05/01/1986 Revocation:
09/16/1976

. . . Publication Date of
00339087 Dec's'%g/igfllgggd Datg: * " Revocation:
02/16/1987
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Seemoons claimed that its mark # 2.” has been used before August 3, 2004 on which Degam-
well applied for registration of its markg“$ 2.”, and the Taiwan distributor of Dreamwell knew the
existence of the markg'$ 2”. However, Dreamwell submitted 2 advertisementsciiwere pub-
lished respectively on October 30, 1933 and Mayl®37 in mainland China. In these advertisements
the words % $ & Simmons” and % $ & = * 5% & (three-functional sofa bed)” were enlarged. Based
on said evidence, the fact can be proved that Dnedira mother company has started to use the mar
“A % 2" in connection with spring mattresses, sofa béd, latest since 1933 which is much earlier
than the first use date of the Seemoons’ mgrg~.”. Therefore, the Invalidation was rejected.

Seemoons did not accept the TIPO’s decision andftlesl an appeal, ardaninistrative litigation and
even amadministrativeappeal. However, all the results are not goodtfdrhe representative of See-
moons said to Taiwan Liberty TimesSéemoons’ mark -2 has obtained registration and got date
of selling earlier than them of Dreamwell’'s maglg~2 in Taiwan. To a company which has endeav
ored for more than 30 years in Taiwan, this kindesult is very unfaif.

In generally, if a registered trademark lapses bseaf not renewed and a third party registers a
identical or similar trademark covering identicalsimilar goods/services, the owner of the former
registered trademark can claim for its rights basedrticle 23-1-14 of the Trademark Law. However,

this article is not suitable in Seemoons vs. Drealhgase. The main reason is that the date ofske u

evidence Dreamwell provided is much earlier thanube date of Seemoons’ trademagié“a.”.

Although Seemoons claimed that it has endeavomreahéoe than three decades in Taiwan, it could no
provide extensive use evidence to prove that itkrhg 3 2" has been considered a famous mark in
relation to beds or related products. Therefore,apposition is not in favor of it. Furthermore gSe
moons was not only unable to prove that Dreamweiksk “a $ 2" is a plagiary of Seemoons’ mark
or company name in Chinese, but also unable toinoevhe TIPO that the advertising in 1933 and
1937 are not adoptable. In the end, Seemoons diinan the Invalidation, either.

Making a comprehensive survey of the Seemoonsnearbwell case, the preservation of use evidenc
is the key to the whole case. Both the marks$*s.” or “# $ &” were not registrable since they were
formerly deemed a descriptive term or a generalenaingoods. However, after 20 years, said twa
marks are allowed to be registered because of nétmy changes following objective circumstances
or changes in economic activities. At this timepwawns the trademark rights should be decided d®y th
evidence provided.
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